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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, tiowever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 28 July 2003 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 23 and 35-39 is/are pending in the application. 
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DETAILED ACTION 

Status of Claims 

1 . This action is in reply to tlie application filed on 28 July 2003. 

2. Claims 23, 36, and 37-39 have been amended. 

3. Claims 1-22 and 24-34 have been canceled. 

4. Claims 23 and 35-39 are currently pending and have been examined. 



Information Disclosure Statement 

5. The Information Disclosure Statements filed on 17 October 2005 and 20 September 2007 have been 
considered. Initialed copies of the Form 1449 are enclosed herewith. 



Priority 

6. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or under 35 U.S.C. 
120, 121, or 365(c) is acknowledged. 



Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double 
patenting rejection is appropriate where the conflicting claims are not identical, but at least 
one examined application claim is not patentably distinct from the reference claim(s) because 
the examined application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); 
In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 
225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 
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1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within 
the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

8. Claims 23 and 35-39 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-17 of U.S. Patent No. 6862571 B1. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because both disclose a process and an apparatus for linking medical malpractice insurance 
policies with a credentialing questionnaire. The patent does not specifically disclose the 
providing at least one blank space on the questionnaire or a means for providing at least one 
blanl< space on tlie questionnaire; however it would have been obvious to one skilled in the 
art at the time of the invention that providing at least one blank space on the questionnaire 
would be an obvious modification because this is a necessary component of filling out the 
"questionnaires" disclosed in the patent. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
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the treaty defined in section 351(a) sliall liave tlie effects for purposes of tliis subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 23 and 35-39 are rejected under 35 U.S.C. 102(e) as being anticipated by Martin et 
al. (US 6862571), hereinafter Martin. 

11. The applied reference has a common inventor with the instant application. Based upon the 
earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 
37 CFR 1.132 that any invention disclosed but not claimed in the reference was derived from 
the inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Claim 23 

Martin, as shown, discloses the following limitations: 

• transferring information from ttie medical malpractice insurance policy to the 
credentialing questionnaire (see at least Martin claim 1 limitation 11: 
"electronically transferring the credentialing information from the medical 
malpractice insurance policy to the subsequent credentialing application") 

• forwarding the credentialing questionnaire to an associated healthcare provider 
for review and approval (see at least Martin claim 1 limitation 9: "delivering the 
medical malpractice insurance application to the physician for the physician's 
review and approval") 

Claim 35 

Martin, as shown, discloses the following limitations: 

• requesting information from the healthcare provider to fill in the at least one blank 
space (see at Martin claim 7 limitation 1: "inserting means for obtaining the 

healthcare providers permission for release of the credentialing information to a 
medical malpractice insurance provider into the questionnaire,") 
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Claim 36 

Martin, as shown, discloses the following limitations: 

• forwarding the completed questionnaire to an associated credentialing entity (see 
at least Martin claim 1 limitation 2: "electronically forwarding the information to an 
associated credentialing entity") 



Clainn 37 

Martin, as shown, discloses the following limitations: 

• means for transferring information from tlie medical malpractice insurance policy 
to the credentialing questionnaire (see at least Martin claim 1 limitation 11: 
"electronically transferring the credentialing information from the medical 
malpractice insurance policy to the subsequent credentialing application") 

• means for forwarding the credentialing questionnaire to an associated healthcare 
provider for review and approval (see at least Martin claim 1 limitation 9: 
"delivering the medical malpractice insurance application to the physician for the 
physician's review and approval") 



Claim 38 

Martin, as shown, discloses the following limitations: 

• means for requesting information from the healthcare provider to fill in the at least 
one blank space (see at Martin claim 7 limitation 1: "inserting means for 
obtaining the healthcare providers permission for release of the credentialing 
information to a medical malpractice insurance provider into the questionnaire,") 
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Claim 39 

Martin, as shown, discloses the following limitations: 

• means for forwarding the completed questionnaire to an associated credentialing 
entity (see at least Martin claim 1 limitation 2: "electronically forwarding the 
information to an associated credentialing entity") 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 

set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), that 
are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

14. Claims 23 and 35-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Newman et al. 
(US 6035276) (hereinafter Newman). 

Claim 23 

Newman as shown, discloses the following limitations: 

• transferring information from the medical malpractice insurance policy to the 
credentialing questionnaire; (see at least Newman Column:6 Lines:66-67 
Column:? Lines: 1-5 "As represented by reference numeral 36, the selected 
provider application format is conventionally extracted from the provider 
application database and populated or completed with information from the 
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selected physician credentialing profile to generate the particular provider 
application form which has been selected in the format associated with that 
form.") 

• forwarding the credentialing questionnaire to an associated liealtlicare provider 
for review and approval, (see at least Newman Column:5 Lines: 10-1 6 "The 
completed provider application form may then be printed on a conventional 
printer, such as an HP LASER JET, and delivered to the physician, (or 
transferred electronically to the physician for printing on a conventional printer 
within the physician's office), reviewed, signed, and submitted to the appropriate 
health care provider organization.") 

Johnson does not specifically disclose malpractice insurance policy. However, it would 
have been obvious to one skilled in the art at the time of the invention to modify the "the 
provider application database" of Johnson to show the malpractice insurance policy because 
it is an obvious component of "the provider application database". 
Claim 35 

Johnson as shown, discloses the following limitations: 

• providing at least one blank space on the questionnaire where information from 
the insurance policy does not match with at least one question on the 
questionnaire; (see at least Newman Column:5 Lines: 10-1 6 "Each blank on the 
application is then evaluated for a matching data base field 56. A determination 
is then made as to whether or not there is a matching field in the data base 58. If 
not then it is left blank 60.") 

• requesting information from the healthcare provider to fill in the at least one blank 
space (see at least Newman Column: 3 Lines:64-67 Column:4 Lines: 1-1 5 
"collecting physician credentialing information, creating electronic versions of 
provider application formats, completing selected provider application formats 
with selected physician credentialing information and generating a preferred 
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provider application form in tlie associated format for use by tlie ptiysician. Of 
course, portions (or all) of these steps may be accomplished by the physician or 
an independent physician association to which the physician belongs. (4) In 
another embodiment, a blank universal application form is stored on a 
conventional computer disk (or similar media) and the disk is sent to the 
physician. The physician, using a conventionally programmed digital computer, 
programmed with the software of the present invention, completes the universal 
application form and returns the disk (or its contents) to the credentialing 
managing organization. The physician may transmit the disk (or its contents) to 
the credentialing managing organization by any means including, for example, 
electronic mail, modem, or conventional mail services.") 

Claim 36 

Johnson as shown, discloses the following limitations: 

• forwarding the completed questionnaire to an associated credentialing entity 
(see at least Newman Column:3 Lines;45-56 "the physician (or his or her staff) 
may manually complete a pre-printed universal application form. The form is 
then delivered to a credentialing managing organization,") 

Claim 37 

Newman as shown, discloses the following limitations: 

• means for transferring information from the medical malpractice insurance policy 
to the credentialing questionnaire; (see at least Newman Column:6 Lines:66-67 
Column:? Lines:1-5) 

• means for forwarding the credentialing questionnaire to an associated healthcare 
provider for review and approval, (see at least Newman Column:5 Lines: 10-1 6) 

Johnson does not specifically disclose malpractice insurance policy. However, it would 
have been obvious to one skilled in the art at the time of the invention to modify the "the 
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provider application database" of Jotinson to siiow tlie malpractice insurance policy because 
it is an obvious component of "the provider application database". 

Claim 38 

Johnson as shown, discloses the following limitations: 

• means for providing at least one blank space on the questionnaire where 
information from the insurance policy does not match with at least one question 
on the questionnaire; (see at least Newman Column:5 Lines: 10-1 6) 

• means for requesting information from the healthcare provider to fill in the at least 
one blank space (see at least Newman Column: 3 Lines:64-67 Column:4 Lines:1- 
15) 



Claim 39 

Johnson as shown, discloses the following limitations: 

• means for forwarding the completed questionnaire to an associated credentialing 
entity (see at least Newman Column:3 Lines:45-56) 
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Conclusion 

Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to Rajiv J. Raj whose 
telephone number is 571-270-3930. The Examiner can normally be reached on Monday-Friday, 7:30am- 
5:00pm. If attempts to reach the examiner by telephone are unsuccessful, the Examiner's supervisor, 
James A. Reagan can be reached at 571.272.6710. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 

http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov >. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866.217.9197 (toll- 
free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and 
Trademaric Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

Date: 04/25/08 

/Rajiv J Raj/ Patent Examiner Art Unit 4143 
/James A. Reagan/ 

Supervisory Patent Examiner, Art Unit 4143 



